United States FkrENT and TkAPEMAi« Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addcen: COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O.BaxUS0 

Alextiidiii,V!igiiiB 22313*1430 



APPUCAHONNO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/031,636 



04/29/2002 



Andrew Simon Goldsborough 



US2.Goldsborough 



4269 



7590 



0S/D2/2003 



John M. Lucas 
Transform Pharmaceuticals 
29 Hartwell Avenue 
Lexington, MA 02421 



EXAMINER 



HASHEMI, SHAR S 



ART UNIT 



PAPER NUMBER 



1637 

DATE MAILED: 05/02/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

10/031,636 


Appllcant(s) 

GOLDSBOROUGH, ANDREW 
SIMON 


Examiner 

Shar Hashemi 


Art Unit 

1637 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- {f the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) fWed on 08/05/03 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 7-7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) liZ is/are allowed. 

6) □ Claim(s) is/are rejected. 

/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: 3)0 accepted or b)\3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)D approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acl^nowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1) M Notice of References Cited (PTO-892) 

2) EH Notice of Draflsperson's Patent Drav^ing Review (PTO-948) 

3) CH Infornnation Disclosure Statement(s) {PTO-1449) Paper No(s). 



4) n Interview Summary (PTO-41 3) Paper No(s). 

5) n Notice of Informal Patent Application (PTO-152) 

6) 3 Ottier: "Notice to Comply... . 
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DETAILED ACTION 

Status of Application, Amendments, and/or Claims 

1. The Preliminary Amendment was received. All references cited in the Intemational 
Search Report have been considered for the examination of the instant appKcation. The claims 
pending in this application are Claiin(s) 1-7. 

Specification 

2. This application contains sequence disclosures (page 54, par. 2) that are encompassed by 
the definitions for nucleotide and^or amino acid sequences set forth in 37 CFR 1.82 1(a)(1) and 
(a)(2). However, this application fails to comply with the requirements of 37 CFR 1.821 through 
1.825 for the reason(s) set forth below or on the attached Notice To Comply With Requirements 
For Patent Applications Containing Nucleotide Sequence And/Or Amino Acid Sequence 
Disclosures. Furthermore, sequence disclosures must have SEQ ID NO identifiers. 

APPLICANT IS GIVEN THE RESPONSE PERIOD SET FORTH IN THIS OFFICE 
ACTION IN WHICH COMPLY WITH THE SEQUENCE RULES, 37 CFR 1 .821 - 1 .825. 
Failure to comply with these requirements will result in ABANDONMENT of the application 
under 37 CFR 1.821(g). Extensions of time may be obtained by filing petition accompanied by 
the extension fee under the provisions of 37 CFR 1 . 136. In no case may an appUcant extend the 
period for response beyond the six month statutory period. Applicant is requested to retum a 
copy of the attached Notice to Comply with the response. The appUcation is not in compliance 
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for the reason(s) set forth on the attached Notice to Comply With the Sequence Rules or CRF 
Diskette Problem Report. 



3. The use of the trademark "Centriplus" (page 31, par. 1) has been noted in this application. 
Trademarks should be capitalized wherever they appear and be accompanied by the generic 
terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 



4. The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility apphcation should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not AppUcable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC (See 37 CFR 1.52(e)(5) and MPEP 608.05. Computer program 
listings (37 CFR 1.96(c)X "Sequence Listings" (37 CFR 1.821(c)), and tables 
having more than 50 pages of text are permitted to be submitted on compact 

discs.) or 

REFERENCE TO A "MICROFICHE APPENDIX" (See MPEP § 608.05(a). 
"Microfiche Appendices" were accepted by the Office until March 1, 2001.) 

(e) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 
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(2) Description of Related Art including information disclosed under 37 CFR 1,97 
and 1.98. 

(f) BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(i) CLAIM OR CLAIMS (commencing on a separate sheet). 

(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1,825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1 .821(a) and if the required "Sequence 
Listing" is not submitted as an electronic document on compact disc). 



5. The disclosure is objected to because of the following informalities: 

A) The status of all patent appKcations must be updated (e.g. page 39, par. 2). 

B) Each figure must be described in the "Brief Description. . ." section. Figures 1 and 2 are 
not described. The specification must be amended to incorporate a "Brief Description, , ." section 
where Figures 1 and 2 are described. 



CONCLUSION 

8. Claims 1-7 are free of the prior art. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shar Hashemi whose telephone number is (703) 305-4840. The 
examiner can normally be reached Monday-Friday from 8:00AM - 5:00PM EST or any time via 
voice mail. If repeated attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Gary Benzion, can be reached on (703) 308-1 1 19. 

The fax number for this examiner is (703) 746-9038. Before faxing any papers, please 
inform the examiner to avoid lost papers. Please note the faxing of papers must conform with 
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the Notice to Comply published in the Official Gazette, 1096 OG 30 (November 15, 1989). Any 
inquiry of a general nature or relating to the status of this application should be directed to the 
group receptionist, Tracey Johnson, whose telephone number is (703) 305-2982. 

Examiner Hashemi 




Ethan Whisenant 
Primary Examiner 



ETHAN WHISENANT 
PRIMARY EXAMINER 
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DATE MAILED: 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS 
CONTAINING NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure contained in this application does not comply with 
the rejjuirements for such a disclosure as set forth in 37 CFR 1 .821-1 .825 for the following reason(s): 

D^^This application fails to comply with the requirements of 37 CFR 1.821-1 .825. 

Or 2. This application does not contain, as a separate part of the disclosure on paper copy, a 
;iSequence Usting" as required by 37 CFR 1 .821 (c). 




3. A copy of the "Sequence Listing" in computer readable form has not been submitted as required 
by37 CFR 1.821(e). 

□ 4. A copy of the "Sequence Ustlngr' in computer readable form has been submitted. The content 

of the computer readable form, nowever, does not comply with the requirements of 37 CFR 

1 .822 and/or 1 .832, as indicated on the attached marl<ed-up copy of the "Raw Sequence Listing." 

□ 5. The computer readable form that has been filed with this application has been found to be 
}d and/or unreadable as indicated on the attached CR 



damaaed and/or unreadable as indicated on the attached CRF Diskette Problem Report. A 
substitute computer readable form must be submitted as required by 37 CFR 1 .825(d). 

□ 6. The paper copy of the "Sequence Listina" is not the same as the computer readable form of the 
^Sequence Listing" as required by 37 CFR 1.821(e). 

[3^. OTHER : '^^wmcg, (W<U0gawe-< i^>^ TtX^ (\J0 tUvth^W r 




ANT MUST PROVIDE: 

An initial or substitute computer readable form (CRF) copy of the "Sequence Listing." 
An initial or substitute paper copy of the "Sequence Listing," as well as an amendment directing 
entry into the specification. 
[3r A statement that the content of the paper and computer readable copies are the same and, where 
amicable, include no new matter, as required by 37 CFR 1 .821 (e), 1 .821 (f), 1 .821 (g), 1 .825(b) or 

TOH^UESTIONS REGARDING COMPLIANCE WITH THESE REQUIREMENTS. PLEASE CONTACT: 

For Rules Interpretation, call (703) 30a-1 123. 
ET^^or CRF submission help, call (703) 308-4212. 
h2r For Patentin software help, call (703) 308-6856. 
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Initial Patent Examination Division (703) 308-1202 
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